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Status 

1 )□ Responsive to communication(s) filed on 



2a)Q This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1,14 and 15 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 15 is/are rejected. 
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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claim 1 , drawn to a hydrogel forming system, classified in class 528, 
subclasses 354 and 361 . 

II. Claim 14, drawn to a hydrogel formed on a surgical implant, classified in 
class 523, subclass 105, class 525, subclass 937, class 602, subclass 48, 
and class 604, subclass 48. 

III. Claim 1 5, drawn to a surgical implant coated with a hydrogel composition, 
classified in class 427, subclasses various. 

The inventions are distinct, each from the other because: 

Inventions of Groups I, II and III are unrelated. Inventions are unrelated if it can 
be shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
808.01 ). In the instant case the different inventions are not disclosed as being capable 
of use together, have different functions and produce different effects. The 
compositional limitations of each may differ from the others. 



Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Eric Spector on 2 November 2004 a 
provisional election was made with traverse to prosecute the invention of Group III, 
claim 15. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 1 and 14 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887 225 ' 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 

l^Vi'll r ^ V ° gel ' 422 R2d 438 ' 164 USPQ 619 ( CCPA 1970);and, In re Thorington 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). y 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonlv 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claim 15 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 6,388,047 in 
view of Casey et al, LeBoeuf or Kim et al, all newly cited. The parent patent teaches the 
identical hydrogel composition as herein claimed. The addition of the claim drawn to the 
coated surgical implant was not made into the prosecution history until after the 
application to which the patent issued, i.e. in application SN 10/096,435. The references 
to each of Casey et al, LeBoeuf and Kim et al all teach the known and conventional use 
of hydrogels as coated on surgical implants, as herein claimed. Note in Casey et al at 
column 4 (lines 40-55). Note in LeBoeuf at the Abstract and column 1 (lines 39-57). 
Note column 7 (lines 30-35) of Kim et al. as such, the concept of the instant claim would 
have been obvious at the time the invention was made in view of the teachings of the 
secondary references to Casey et al, LeBoeuf or Kim et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free) 
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